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^SHORTENED STATUTORY PERIOD FOR REPLY ,S SET TO EXPIRE J MONTH(S) from 
THE MAILING DATE OF THIS COMMUNICATION.^ ^ ^ ^ mgy a reply be timely flled 

earned P patent term adjustment. See 37 CFR 1 704(b). 

Stat l7s Responsive to communication(s) filed on 06 ml ?1 Auqust 2001 . . 
„ • cimai 2b)M This action is non-final. 

2a)D This action is FINAL. ^ prosecution as to the merits is 

Disposition of Claims 

AM Claim(s) M8 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from considerat.cn. 

5) D Claim(s) . is/are allowed. 

6) D Claim(s) is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D ciaim(s) are subject to restriction and/or election requirement. 

Application Papers 

9\n The specification is objected to by the Examiner. 

9) U spec ^ ob . ected tQ by the Exam|ner . 

1 1 \n The proposed drawing correction filed on is. a;i_j 

,f approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. §§ 119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a) (d) ( 

a)D All b)D Some* c)Q None of: 

1 □ Certified copies of the priority documents have been received. 
2D Certified copies of the priority documents have been received in App.ication N • 
3D Copies of the certified copies of the priority d«j^^-" ^ d " "» ^ »*» 
3 - U Application from the received. 
* See the attached detailed Office act.on for a hst of cert P ^ } 

U)M Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 19(e) ( 

] a □ The t ans.ation of the foreign language provisional a PP= as bee. re- ^ 
15)D Acknowledgment is made of a claim for domest.c pnonty under 35 U.S.C. §§ 

Attachment(s) 
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2 □ Notice of Draftsperson's Patent Drawing Rev.ew (PTO-948 

3) H information Disclosure Statement(s) (PTO-1449) Paper No(s) 15 . 



4) □ interview Summary (PTO-413) Paper No(s). 

5) □ Notice of Informal Patent Application (PTO-152) 

6) Q Other: 
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DETAILED ACTION 



Continued Prosecution Application 

1. The request filed on 06 August 2001 for a Continued Prosecution Application (CPA) 
under 37 CFR 1 .53(d) based on parent AppHcation No. 09/466,369 is acceptable and a CPA has 
been established. An action on the CPA follows. 

Claim Rejections -35USC§103 

* +• n rvf is u s r 1 03Ca> which forms the basis for all 

2. The following is a quotation of 35 U .!> .u i WI11W1 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obta.ned though the invention ». ^^uSjJ ^^CSlt« 
ection 102 of this tide, if the differences between ^^^^^jSion was made to aperson 

manner in which the invention was made. 

3. The factual inquiries set forth in (Mm v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
0966), that are applied for establishing a background for determining obviousness under 35 

U.S.C. 103(a) are summarized as follows: 

or nonobviousness. 

4. Claims 1-18 are rejected under 35 U.S.C. 103(a) as being unpatentable over Still in view 
of Chenchik et al., Benson et al., Rothman et al., and Heller. 

5. Still discloses the use of labeled solid supports, or beads or particles, to which are 
attached chemical moieties. The type of label attached thereto encodes the chemical composition 
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bound ,0 the support. As set for* at page 157, right column, second paragraph: "Thus, whi.e a 
horary member itse.f may not be analyzable, it is possible to associate certain unique chemical 
markers or lags with that library member to specify identity." 

6. Still does no, disclose the use of lanthanides as labels or the combined use of lanthanides 
with fluorescent dyes or of performing multiplexing assays. 

7. Chcnchik et al., discloses performing multiplex assays with an array forma, and the use 
of a variety of dyes, including lanthanides (see columns 9 and 10). 

g. Benson e, al., teaches the use of mu.tiple color fluorophores in the context of an 
automated DNA sequencing method wherein each color is representative of a specific nucleotide 
base. The concept of a multiplex ration is discussed and that the four-color label approach to 
sequencing is conducted in a single tube (see column 1). 

9. Benson e, al., do no. disclose using lanthanides as labels or in combination with 

fluorophores. 

,0. Rothman e, al., column 10, fourth and fifth paragraphs, discloses the use of fluorophores 
in a variety of assay formats, stating: "The main types of fluorophores currently used as labels in 
such assays' are fluorescein, rhodamine, umbelliferonc, and lanthanide chelates and the 
derivatives of these compounds." At .ines 46-49 the wavelengtivs the above-tdentified 

fluorescent compounds is provided. 

, 1. Rothman et a.., do not suggest the use of both fluorescent dyes with lanthanide dyes. 

,2. He.ler, column 5, second paragraph, like Rothman et al„ speak in terms of the 

equivalency fluorescent compounds, identifying a variety of fluorescent compounds as well as 
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,an,h m ide dye, Also sug g es.ed in said paragraph is the use of "two or more fluorophores per 

probe." 

I3 b view of .he totality of ,he prior art of record, i. would have been obvious .0 one of 

fluorophores in a multip.ex assay and .he eauivalency of .anthanide dyes .0 other known 

more than one dye per solid support and .ha. the different dyes need no. a„ be lanmanides bu. 
could reasons contain any of the known Ouorophores identified in .he «t including 
fluoresce* dyes. Said ordinary artisan would have aiso been motivated, on the basts of 
commercial expediency and convenience, * have deve.oped k,.s comprised of such parses, 
dyes, as well as labeled particles. 

l4 . For the above reasons and in the absence of convincing evdence to «. contrary, ,he 
invention of claims 1-18 is suggested by .he prior art of record. 



Conclusion 

Any inquiry concerning this communication or earlier communications from .he 
examiner should be directed to Bradley L Sisson whose telephone number is (703) 308-3978. 
The examiner can normally be reached on 6:30 a.m. to 5 p.m„ Monday through Thursday. 

If a<temp<s to reach me examiner by telephone are unsuccessful, the examiner's 
supervisor, W. Gary Jones can be reached on (703) 308-1152. The fax phone numbers for ,he 
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organization where this application or proceeding is assigned are (703) 305-3592 for regular 
communications and (703) 308-0294 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308-0196. 



Bradley L Sisson 
Primary Examiner 
Art Unit 1655 
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November 5, 2001 



involving binding." 



